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Art Unit: 1622 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 

112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 7, 9, 11, 13, 15,17, 18-25 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

Claim 7 recites the limitation "raw material" in the last line. There is 
insufficient antecedent basis for this limitation in 1 claim from which it 
depends. Claims 9, 11, 13, 15, 17, 18-37 are rejected to the extent they 
depend from a rejected base claim. 

Claim 1-6 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting an essential element, such omission 
amounting to a gap between the elements. See MPEP § 2172.01. The 
omitted element is: the starting material to which the process steps are 
applied. Claims 2-6 are rejected to the extent they depend from a rejected 
base claim. 
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Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim is improperly dependent. It is believed in the first line "7" 
should be — claim 7 — . Correction and/or clarification is required. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vu et al US 7667055, Bombardelli US RE40120 in 
further view of Holton US 7288665, Holton et al US 6706896 and 
Bombardelli US 6500966. 

Vu et al teach cerium compounds, such as cerium chloride, to be well- 
known as selective protecting group agents in taxane processes. See, for 
example, column 96 example 45. Bombardelli '120 teach analogous 
processes noted that Lewis acids in general have been known for use in 
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taxane synthesis as well as other recited reaction components such as 
tetrahydro furan. See, for example, column 5 lines 25-30. The reason for 
selective protection of the hydroxyl groups at position C(7) is taught in 
Holton et al '665. See column 10 lines 34-58 particularly line 53. The use 
of raw taxane materials in analogous selective reaction processes is well- 
known as taught by Holton et al US '896 and Bombardelli US '966. 

In view of the art as a whole, it would have been obvious to one of 
ordianry skill in the art to produce synthetic taxanes from raw taxane 
materials with tertahydro furan solvent, protecting the C(7)-OH using 
lanthanon type protecting group agent followed by acylation and 
deprotection as the results would not have been unexpected. 

No claim is allowed. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Raymond 
Covington whose telephone number is (571) 272-0681. The examiner can 
normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Andrew Kosar at telephone number (571) 272-0913. 

The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/585,794 Page 5 

Art Unit: 1622 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 
/R. CJ 

Examiner, Art Unit 1625 
/Andrew D Kosar/ 

Supervisory Patent Examiner, Art Unit 1622 



